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Sir: 



I HEREBY CERTIFY THAT THIS PAPER IS 
BEING SENT BY U.S. MAIL, FIRST CLASS. 
TO THE COMMISSIONER FOR PATENTS, 
P.O. BOX 1450, ALEXANDRIA, VA 22313- 
1450, THIS 




This is an appeal from an Office Action mailed on May 
16, 2006 in which claims 1-5 were finally rejected, and a 
Notification of Non- Compliant Appeal Brief mailed on January 10, 
2007. 



REAL PARTY IN INTEREST 
Minnesota Scientific, Inc., a corporation organized 
under the laws of the state of Minnesota, and having offices at 
4859 White Bear Parkway, St. Paul, MN 55110-3325, has acquired the 
entire right, title and interest in and to the invention, the 
application, and any and all patents to be obtained therefor, as 
set forth in the Assignment filed with the patent application and 
recorded on Reel 010286, frame 0936. 



RELATED APPEALS AND INTERFERENCES 
There are no known related appeals or interferences 
that will directly affect or be directly affected by or have a 
bearing on the Board's decision in this appeal. 
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STATUS OF THE CLAIMS 

I. Total number of claims in the application. 

Claims in the application are: 1-14 

II. Status of all the claims. 

A. Claims cancelled: None 

B. Claims withdravm but not cancelled: 6-14 

C. Claims pending: 1-5 

D. Claims allowed: None 

E. Claims rejected: 1-5 

F. Claims Objected to: ^ None 

III. Claims on appeal 

The claims on appeal are: 1-5 



STATUS OF AMENDMENTS 
No amendment was filed subsequent to the final 

rejection. 
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SUMMARY OF CLAIMED SUBJECT MATTER 
The present invention includes an illuminating system 
10 for emitting light through a retractor. (Page 1, lines 12- 
13) (Figs. 1 and 6). The illuminating system 10 includes a tubular 
retractor 200 having a wall and having a distal end 204. (Page 2, 
lines 11-15, page 10, lines 27-30) (Fig. 6) . The illuminating 
system 10 also includes a fiberoptic cable 210 having an end, 
wherein the fiberoptic cable 210 and its end are encased within 
the tubular retractor wall 200 such that light from the 
fiberoptic cable 210 illuminates substantially an entire 
circumference of the distal end 204 of the tubular retractor 200 
by transmission of light through the distal end 204. (Page 10, 
lines 27-30, Page 11, lines 11-15) (Fig. 6) . 

The present invention also includes an illuminating 
system 10 for transmitting light to a surgical site. (Page 1, 
lines 12-13) (Fig. s 1 and 6). The illuminating system 10 includes 
a tubular retractor 200 having a distal end 204. (Page 2, lines 
11-15, page 10, lines 27-30) (Fig. 6) . The illuminating system 10 
also includes a light -carrying case 22 0, wherein the light - 
carrying case 220 at least partially encases the tubular 
retractor 200. (Page 11, lines 6-8) (Fig. 6). The illuminating 
system 10 also includes a fiberoptic cable 210 that has an end 
wherein the fiber optic cable with the end are at least partially 
disposed within the light -carrying case wall 220 such that the 
fiberoptic cable 210 is at least capable of illuminating an 
entire circumference of the distal end 204 of the tubular 
retractor 200. (Page 11, lines 8-16) (Fig. 6) . 



-6- 



ISSUES 

I. Whether claims 1-2 of the present application are 
anticipated by U.S. Patent No. 5, 785, 648 (hereinafter 
the Min patent which is attached as Exhibit 1 of 
Appendix B) . 

II. Whether claims 3-5 of the present application are 
anticipated by the Min patent. 
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ARGUMENT 

I. Claims 1 and 2 Are Not Anticipated by the Min Patent. 

The Office Action erroneously rejected claims 1 and 2 
as being anticipated by the Min patent. A claim is anticipated 
only if each and every element as set forth in the claim is 
found, either expressly or inherently described, in a single 
prior art reference. Verdegaal Bros. v. Union Oil Co. of 
California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 
1987) . "The identical invention must be shown in as complete 
detail as is contained in the ... claim." Richardson v. Suzuki 
Motor Co., 868 F.2d 1226/ 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 
198 9) . The elements must be arranged as required by the claim, 
but this is not an ipsissimis verbis test, i.e., identity of 
terminology is not required. In re Bond, 910 F.2d 831, 15 USPQ2d 
1566 (Fed. Cir. 1990) . 

The Office Action improperly rejected independent claim 
1 as being anticipated by Min U.S. Patent No. 5,785,648. The 
Office Action alleges that the Min patent discloses an 
illuminating system comprising a tubular retractor 34, 36 having 
a distal end 42. The Office Action alleges that the Min patent 
discloses a fiber optic cable 40 disposed within the tubular 
retractor 34, 36 that illuminates substantially an entire 
circumference of a distal end 42 where the cable 46 is positioned 
at least one half inch from the distal end of the retractor. The 
Office Action alleges that the Min patent discloses the claimed 
invention including a tubular retractor which is a dilator that 
can extend into the body. The Office Action improperly alleges 
that the Min patent discloses that the fiber optic cable can be 
encased within the tubular retractor wall as disclosed at column 
4, lines 62-65 where it states that the fiber optic bundles are 
retained within passages within the member. The Office Action 
also improperly alleges that the prior statement can be 
interpreted as being fully or partially encased within the wall 
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of the retractor. 

Applicant respectfully disagrees that independent claim 
1 is anticipated by the Min patent. An element of independent 
claim 1 includes a fiber optic cable having an end wherein the 
fiber optic cable and its end are encased within the tubular 
retractor wall. 

There is no disclosure in the Min patent of the fiber 
optic cable being encased within the tubular wall. Rather the Min 
patent discloses that fiber optic bundles or fiber 44 and 46 
extend as light elements either on an internal surface 48 of the 
speculum member 34 or. are retained within passages within the 
member 34. (Col. 4, lines 62-65). Referring to Figures 1, 2, 4 
and 5 it is clear that portions of the fiber optic cables 
protrude into the retractor opening. Therefore, the fiber optic 
cables are not encased within the wall of the retractor as 
alleged. 

Applicant also disagrees that the phrase ''retained 
within a passage within the member" can be interpreted as being 
fully encased within the wall of the retractor as claimed. The 
definition of encased means to enclose in or as if in a case. See 
Exhibit 2 of Appendix B which is a printout from the Merriam 
Webster Online Dictionary where Exhibit 2 was previously 
submitted with the Response After Final mailed on August .16, 
2006. In contrast, a passage is a way of exit or entrance: a 
road, path, channel or course by which something passes. See 
Exhibit 3 of Appendix B which is a printout from the Merriam 
Webster Online Dictionary where Exhibit 3 was previously 
submitted with the Response After Final mailed on August 16, 
2006. A passage by definition does not mean that something is 
fully encased. 

Further, referring to FIGS. 1 and 4 of the Min patent, the 
passage referred to in the Office Action clearly shows that the 
passage has an opening substantially along the length of the 
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tubular wall. Therefore, the passage as disclosed in the Min 
patent is a channel and cannot be interpreted as disclosing a 
fully encased fiber optic cable as claimed. 

The benefit of having a fully enclosed fiber optic 
cable includes the elimination of shadows on opposite side of the 
tubular retractor. This is why only one fiber optic cable is 
necessary to full eliminate the circumference of the distal end 
of the tubular retractor as claimed. In contrast, the Min patent 
requires four fiber optic cables evenly spaced apart presumably 
to provide enough light to illuminate the surgical site through 
the distal end of the tubular retractor and also to reduce the. 
effect of the shadows created by having a partially contained 
fiber optic cable within the tubular wall in the Min patent 
retractor. 

Therefore, Applicant respectfully submits that 
independent claim 1 was improperly rejected as being anticipated 
by the Min patent. Reversal of the anticipation rejection of 
claim 1 is respectfully requested. 

Claim 2 was also improperly rejected as being 
anticipated by the Min patent for the reasons stated with respect 
to independent claim 1. Reversal of the anticipation rejection of- 
claim 2 is respectfully requested. 

II. Claims 3-5 Are Not Anticipated by the Min Patent. 

The Office Action also improperly rejected independent 
claim 3 and dependent claims 4 and 5 for the reasons stated with 
respect to independent claim 1. The Office Action also 
erroneously alleged that the Min patent also discloses a light 
carrying case wherein the light carrying case is partially 
disposed within the tubular retractor and the fiber optic cable 
is at least partially disposed within the light carrying case. 

Applicant respectfully submits that the Examiner erred in 
rejecting claims 3-5 as being anticipated by the Min patent. 
Claim 3 defines the invention as including a light -carrying case 
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that at least partially encases the tubular retractor and a fiber 
optic cable having an end and where the fiber optic cable is at 
least partially disposed with the end within the light-carrying 
case wall. There is no disclosure in the Min patent of a fiber 
optic cable being at least partially disposed within a wall of a 
light -carrying case as claimed in claim 3. 

The Office Action erroneously alleges that the Min 
patent includes a light carrying case that at least partially 
encases the tubular retractor and where the fiber optic cable has 
an end and is at least partially disposed with the end within the 
light carrying .case wall. Referring to column 5, linesi.'. 48-61, 
the Min patent discloses a closed sleeve member that fits over 
the members 34 and 3 6 for inserting into the appropriate body 
cavity. The sleeve includes parallel segments 62 which are 
arranged circumf erentially around the forward end 64 of the 
sleeve. The segments have a shape memory characteristic such that 
when the blades 34, 36 are removed the sleeve balloon outwardly 
and thereby smoothes out the contours of the cavity to provide an 
enhanced inspection and access. 

There is no disclosure in the Min patent of fiber optic 
cable being at least partially disposed within the sleeve. Rather 
the speculum includes fiber optic cables positioned within 
passages in the wall where the cables protrude into the speculum 
opening. The speculum cannot be considered to be both the 
retractor and the light -carrying case as the retractor and the 
light -carrying case are claimed as separate elements. Therefore, 
the Min patent does not disclose a light -carrying case having a 
fiber optic cable with an end at least partially disposed within 
the light -carrying case wall as claimed. 

For the foregoing reasons, the Min patent does not 
disclose each and every element of independent claim 3 . 
Therefore the Office Action erroneously rejected independent 
claim 3 as being anticipated by the Min patent. Reversal of the 
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anticipation rejection of independent claim 3 is respectfully 
requested. 

Claims 4 and 5 were also improperly rejected as being 
anticipated by the Min patent for the reasons stated with respect 
to independent claim 3. Reversal of the anticipation rejections 
of claims 4 and 6 are respectfully requested. 

CONCLUSION 

Applicant respectfully submits that claims 1-5 are 
allowable over the prior art. The cited prior art does not 
disclose each and every element of claims 1-5. Appellants 
therefore request reversal of the rejection of claims. 1-5. 

Respectfully submitted, 
WESTMAN, CHAMPLIN & KELLY, P. A. 




Peter jZ/lms, Reg. No. 48,774 

Suite MOO - International Centre 

900 Second Avenue South 

Minneapolis, Minnesota 55402-3319 

Phone: (612) 334-3222 Fax: (612) 334-3312 ... 

ZPS/PJI 
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Appendix A 

CLAIMS INVOLVED IN APPEAL: 

1. An illuminating system for emitting light through a 
retractor, the illuminating system comprising: 

a tubular retractor having a wall and having a distal 
end; 

a fiberoptic cable having an end, wherein the 
fiberoptic cable and its end are encased within 
the tubular retractor wall such that light from 
the fiberoptic cable illuminates substantially an 
entire circumference of the distal end of the 
tubular retractor by transmission of light through 
the distal end. 

2. The illuminating system of claim 1 wherein an end of 
the fiberoptic cable is positioned at least about one-half inch 
from the distal end of the tubular retractor. 

3. An illuminating system for transmitting light to a 
surgical site, the illuminating system comprising: 

a tubular retractor having a distal end; 
a fiberoptic cable; 

a light -carrying case, wherein the light -carrying case 
at least partially encases the tubular retractor; 
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wherein the fiberoptic cable has an end and is at least 

partially disposed with the end within the light - 

carrying case wall; and 
wherein the fiberoptic cable is at least capable of 

illuminating an entire circumference of the distal 

end of the tubular retractor. 

4 . The illuminating system of claim 3 wherein the tubular 
retractor is an extendable tubular retractor. 

5. The illuminating system of claim 3 wherein the 
extendable tubular retractor is a dilator. 
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Appendix B 

Evidence Index 

Applicant has submitted no evidence under 37 CF.R. §§ 
1.130, 1.131 or 1.132. The Examiner cited two prior art 
references during the prosecution of the present application. 

The Examiner cited U.S. Patent No. 5,785,648 in Office 
Actions mailed on October 18, 2005 and May 16, 2006. A copy of 
U.S. Patent No. 5,785,648 is attached hereto as Exhibit 1. 

Applicants cited a dictionary definition of the word 
''encase" which is a printout from the Merriam Webster Online 
Dictionary that was previously submitted Exhibit A with the 
Response After Final mailed on August 16, 2006. A copy of the 
definition of ''encase" is attached hereto as Exhibit 2 . 

Applicants cited a dictionary definition of the word 
"passage" which is a printout from the Merriam Webster Online 
Dictionary that was previously submitted Exhibit B with the 
Response After Final mailed on August 16, 2006. A copy of the 
definition of "passage" is attached hereto as Exhibit 3 . 
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Serial No. 09/654,403 

Appendix C 

Related Proceedings Index 
There are no related proceedings in the brief relevant 
to this appendix. 
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Merriam-Webster Online Dictionary 
encase 

One entry found for encase. 

Main Enliy: en case ♦) 

Pronunciation: in- • kAs , en -J 
Function: transitive verb 
: to enclose in or as if in a case 



Fnr More Information on "encase" g o to Britanntca.com 
Get the Tod 10 Searcii Results for "encase" 

Ads by Google 

EasvRecoverv FileRepair 

Do-it-yourself repair software Repair & Restore corrupt files 

www.ontrack.com 

QuickBooks Pro 2005 

Get This Software Product Free. Free Shipping. Sign Up Now. 
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Forensic Enoineering 

Forensic Engineering infonnation. Easy to find. Easy to 
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passage 

1 1 entries found for passage. The first 10 are listed below. 
To select an entry, click on it . For more results, click here . 

passage[1 ,noun] . 
passage[2,verb] 
bird of passage 
Middle Passage 
purple passage 
rite of passage 

Main Entry: ^pas sage*) 
Pronunciation: 'pa-sij 
Function: noun 

1 a : a way of exit or entrance : a road, path, channel, or 
course by which something passes b : a corridor or lobby 
giving access to the different rooms or parts of a building or 
apartment 

2 a : the action or process of passing from one place, 
condition, or stage to anoAer b : DEATH la c : a continuous 
movement or flow <lhe passage of time> 

3 a (I) : a specific act of traveling or passing especially by 
sea OT air (2) : a privilege of conveyance as a passenger : 
ACCOMMODATIONS b : the passing of a legislative 
measure or law : ENACTMENT 

4 : a ri^t, liberty, or penrrission to pass 

5 a : something that happens or is done : INCIDENT b : 
something that takes place between two persons mutually 

6 a : a usually brief portion of a written wok or speech that 
is relevant to a point under discussion or noteworthy for 
content or style b : a phrase or short section of a musical 
compositian c : a detail of a work of art (as a painting) 

7 : the act or action of passing something or undergoing a 
passing 

8 : incubation of a pathogen (as a virus) in culture, a living 
organism, or a developing egg 

See physician-reviewed articles on passage on Healthline . 
1 . Bowel incontinence (2 images') (Trust Mark: 
Doctor-Reviewed) 

Bowel incontinence is tiie loss of bowel control, resultin... 

For More Information on "oassaoe" oo to B ritannica.com 
Get the Tod 10 Search Results fo r "passage" 

Ads by Google 

Schooled: Jesse McCartney 

See Jesse Fool the Student Body in 'Schooled'. 
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